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Norway proposes amending TRIPS on disclosure issue

Geneva, 15 June (Kanaga Raja) -- Norway has submitted a proposal calling for

an amendment to the TRIPS Agreement to introduce a mandatory obligation to

disclose the origin of genetic resources and traditional knowledge in patent

applications.

This is significant in that a developed country has now put forward a

proposal similar in some respects to the proposal of several developing

countries requesting that the TRIPS agreement be amended to make disclosure

a mandatory obligation.

The Norwegian proposal was presented at an informal consultation held on 14

June at the WTO on the relationship between the TRIPS Agreement and the

Convention on Biological Diversity (CBD).

Norway's paper (WT/GC/W/566) came very shortly after a group of developing

countries (Brazil, India, Pakistan, Peru, Thailand and Tanzania, later

joined by China and Cuba) submitted its own proposal (WT/GC/W/564/Rev. 1)

last week containing the text of a proposed amendment to the TRIPS Agreement

to make the disclosure of the source of origin of biological resources and

traditional knowledge mandatory for patent applicants.

At the meeting, Brazil and India welcomed the Norwegian paper, and the fact

that it had come from a developed country. They argued that this meant that

real negotiations can start based on texts, including for amending the TRIPS

agreement.

As with the paper from the developing-country group, the Norwegian proposal

also suggests that the amendment of the TRIPS Agreement could be a

supplementary Article 29 ("Article 29bis").

The Norwegian proposal however differs from the developing-country group's

proposal in some aspects, in particular, non-compliance with the disclosure

obligation discovered post-grant should not affect the validity of the

patent, but rather be subject to appropriate and effective sanctions outside

the patent system, for example, criminal or administrative penalties.

The developing-country group's paper calls on members to ensure that

administrative and/or judicial authorities have the authority to prevent the

further processing of an application or the grant of a patent and to revoke,

or render unenforceable a patent when the patent applicant has failed to

comply with the obligations set out or provided false or fraudulent

information.

The informal consultation (under the implementation issues mandate of the

current Doha negotiations) is being chaired by Deputy Director-General Rufus

Yerxa, acting as a 'friend of the Director-General'. The Hong Kong

Ministerial conference mandated the Director-General to intensify

consultations on this issue (among other implementation issues) and for the

General Council to take action by 31 July.

A separate discussion on TRIPS Article 27.3(b), the CBD and traditional

knowledge is taking place in the TRIPS Council.

According to trade officials, Brazil and India welcomed the Norwegian paper,

as it had come from a developed country. In their view, this also meant that

real negotiations can start.

During the discussions, the developing countries advocating for disclosure

argued that there is clearly a mandate to move to a negotiation based on

texts and that the discussion has matured sufficiently.

However, the US, Japan, Canada, Australia, New Zealand and others reiterated

that a negotiation based on any text is premature since views differ too

much. In particular, they wanted to hear about experiences in practice from

countries that already have laws requiring disclosure in patent

applications.

These countries also argued that those who made the disclosure proposals

have not been able to show that disclosure will actually solve the problems

of bad patenting and misappropriation.

Chairperson Yerxa noted that positions remain far apart. He urged members to

provide ideas on how the Director-General should report to the General

Council by the end of July. Yerxa will hold various types of consultations

on the report as well as further meetings to discuss the various proposals.

In its proposal, Norway said that an obligation under the TRIPS Agreement to

disclose the origin of genetic resources when applying for patent protection

would ensure transparency as regards the origin of biological materials that

are to be patented. This would make it easier for parties to enforce their

rights to their own genetic resources when these are the subject of a patent

application, which in turn would make the CBD provisions on prior informed

consent and benefit-sharing more effective.

Furthermore, Norway said, such a disclosure obligation would be a

significant step towards giving effect to Article 16.5 of the CBD, which

provides that the Contracting Parties should cooperate to ensure that

intellectual property rights are supportive of and do not run counter to the

objectives of the CBD. A disclosure requirement would ensure that novelty

criteria are met, which accords with the basic intentions and principles of

the patent system and increases its credibility.

Norway added that an equivalent disclosure obligation should apply where the

claimed invention relates to or applies traditional knowledge, even where

the traditional knowledge is not directly linked to genetic resources. The

CBD only applies to traditional knowledge linked to genetic resources.

However, a general obligation to disclose any traditional knowledge upon

which an invention is based would help to prevent patents being wrongfully

granted.

In Norway's view, a disclosure obligation should be based on the following

key principles:

(a) A binding international obligation should be introduced to include

information on the supplier country (and the country of origin, if known and

different) of genetic resources and traditional knowledge in patent

applications. The supplier country (or country of origin, if relevant) of

traditional knowledge must be disclosed even if the traditional knowledge

has no connection with genetic resources. If the national law of the

supplier country or country of origin requires consent for access to genetic

resources or traditional knowledge, the disclosure obligation must also

encompass a duty to state whether such consent has been given. If the

country of origin is unknown, that fact must be disclosed.

(b) The disclosure obligation should apply to all patent applications

(international, regional and national).

( c) If the applicant is unable or refuses to give information despite

having had an opportunity to do so, the application should not be allowed to

proceed.

(d) If it is subsequently discovered that incorrect or incomplete

information has been given, this should not affect the validity of the

granted patent, but should be penalised in an effective and proportionate

way outside the patent system.

A simple notification system should be introduced, under which patent

offices send all declarations of origin they receive to the CBD

Clearing-House Mechanism.

With regards to the effects of non-compliance with the disclosure

obligation, the Norwegian paper said that at the application stage, a breach

of the disclosure obligation should be treated as a formal error, i. e. the

application should not be processed until the required information has been

submitted. Where appropriate, the application could eventually be rejected.

If, however, the breach of the disclosure obligation is discovered only

after the patent has been granted, it should not in itself affect the

validity of the patent, but rather be subject to appropriate and effective

sanctions outside the patent system, for example, criminal or administrative

penalties. If the applicant has acted in good faith, the fact that incorrect

or incomplete information has been given may have no consequences at all.

Upholding post-grant patent protection despite non-compliance with the

disclosure obligation is important to avoid creating unnecessary uncertainty

in the patent system, the paper said.

Moreover, the paper added, revoking a patent as a consequence of

non-compliance with the disclosure obligation would not benefit those who

consider themselves to be entitled to a share of the benefits of the

invention. Once patent protection is revoked, there are no exclusive rights

from which benefits could be derived.

The paper also said that a patent can be revoked if the substantive

patentability criteria have not been met, for example, if a patent does not

differ from traditional knowledge to the degree required to constitute a

patentable invention. In such a case, it would be the lack of inventive step

that constitutes the reason for invalidity, and not the breach of the

disclosure obligation.

The paper said that in order to oblige Members to introduce a mandatory

disclosure obligation, the TRIPS Agreement would need to be amended. In its

view, it would therefore be most appropriate to introduce a new provision in

the TRIPS Agreement immediately following Article 29, which contains

provisions on the disclosure of information related to the invention.

Norway supports the amendment of the TRIPS Agreement to introduce a

mandatory obligation to disclose the origin of genetic resources and

traditional knowledge in patent applications. Such a disclosure obligation

should be introduced in a new Article 29bis and should provide that patent

applications should not be processed unless the required information has

been submitted. However, non-compliance with the disclosure obligation

discovered post-grant should not affect the validity of the patent, the

paper concluded.

At the meeting, according to trade officials, there was an extra emphasis on

whether checking disclosure would impose a major burden on patent offices.

While Korea said that it would, India said that it would not because patent

inspectors would only need to check whether the information had been

supplied, not whether it is correct.

Brazil responded to the many questions it had been asked about the

developing-country group's paper. The US replied to questions about its

preferred method for "access and benefit sharing", i. e. through contracts.
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