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Opposition to EC idea of enforcement role for TRIPS Council

Geneva, 16 June (Sangeeta Shashikant) -- A new proposal by the European Communities that the TRIPS Council deal with the enforcement by WTO members of intellectual property rights relating to TRIPS obligations was presented at the TRIPS Council at its regular meeting on 14-15 June.

Many developing countries responded negatively to the EC proposal, with some saying that it would lead to the TRIPS Council taking on activities beyond its mandate.

The EC proposal was the most controversial issue discussed at the TRIPS Council. The meeting also discussed the "permanent solution" to the TRIPS and public health issue, but did not make progress on it.

A lengthy discussion was also held on proposals by some developing countries on disclosure and prior-informed-consent requirements for patent applications on genetic resources and traditional knowledge.

The Council also granted an extension of transitional period for implementing the TRIPS Agreement for Maldives as a least developed country to December 2007, when it is scheduled to graduate out of its present LDC status.

A discussion on whether the moratorium on non-violation complaints for TRIPS should be extended (or whether the complaints should be permanently excluded from TRIPS) was also discussed, with differences of views.

The EC proposal on Enforcement of IPRs (IP/C/W/448, dated 9 June 2005) states that "the EC would like the TRIPS Council to carefully examine compliance of Members with the enforcement provisions of the TRIPS Agreement, pursuant to Article 68 of the TRIPS Agreement."

Although the EC paper pinpoints counterfeit and pirated goods particularly, its proposal that the TRIPS Council deal with enforcement seems to apply to IPRs in general.

The paper states that the purpose of the proposal is to combat the problem or counterfeiting and piracy, which the proposal claims, "has known a dramatic increase over the last years, to the point where it has taken industrial proportions and now represents a considerable share of the global economy."

It further states that "this problem concerns the vast majority of the WTO Members, albeit in different degrees", mentioning three types of countries:

source countries (where production of pirated and counterfeit goods take place; transit countries (used by organized networks as transit hubs in the cross-border circulation of counterfeits) and target countries (countries that are targeted to market the pirated goods).

The EC attempts to justify that the TRIPS Council should take on this role by saying that the Council is tasked to "monitor the operation of this Agreement and, in particular, Members' compliance with their obligations hereunder", under Article 68 of TRIPS. "There is no doubt that this Council is the appropriate forum to address the issue," said the EC.

The crux of the proposal is for the TRIPS Council to take on the role of a "watch dog", in ensuring that Members provide for "effective action against any act of infringement of intellectual property rights (Article 41 of the Agreement)". It also suggests that the TRIPS Council should be engaged in setting the minimum norms that should be implemented to ensure higher level of IP enforcement.

According to the proposal, this will require the TRIPS Council to "understand where the main problems, difficulties and shortcomings are by examining the implementation of TRIPS provisions on enforcement in details, and make recommendations on ways to improve the situation (for instance by laying down benchmarks to evaluate the progress made by national administrations towards a higher level of IP enforcement, suggesting best practices, etc), to ensure a full implementation of TRIPS obligations in this field".

The proposal further lists some of the other issues that should be "given special attention by the TRIPS Council". They include "procedures available to preserve evidence, methods used for calculating damages, sanctions available at a civil and criminal level, the information right, use of provisional and protective measures, custom measures and their availability for export and transit".

Many developing countries spoke against the EC proposal. What is proposed in the EC paper goes beyond the competence of the TRIPS Council and would overburden the Council, argued Brazil, Argentina, Cuba, the Philippines, Malaysia, India, Bolivia, Venezuela and Peru.

[Article 1 of the TRIPS Agreement states "Members shall be free to determine the appropriate method of implementing the provisions of this Agreement within their own legal system and practice". Article 68 says that the TRIPS Council "shall monitor the operation of this Agreement and in particular Members' compliance with their obligations hereunder."]

Brazil said what was being proposed was to give a role to the TRIPS Council that went beyond its area of competence. It would amount to the TRIPS Council de facto taking on a norm setting role in relation to enforcement.

This would also erode the flexibilities provided by the TRIPS Agreement, said Brazil, and it did not agree to the proposal.

Other countries, such as India and Argentina, also argued that it was premature to discuss enforcement issues in the TRIPS Council and that many countries are still in the process of implementing their obligations, and the transition period had expired only recently. It was thus very premature to begin to discuss enforcement.

According to trade officials, discussion on this issue will continue at the next TRIPS Council meeting.

On the issue of TRIPS and Public Health, the Council did not make progress on a "permanent solution" to the supply problem facing countries with insufficient or no manufacturing capacity (widely known as the paragraph 6 issue under the Doha Declaration on TRIPS and Public Health).

The 30 August 2003 decision of the General Council provides for an interim waiver of Article 31(f) of TRIPS (which mandates that production under compulsory licensing is to be predominantly for the domestic market).

The African Group has submitted two proposals for an amendment (IP/C/W/437 and 440) of the TRIPS Agreement as a "permanent solution". Its proposals incorporate the Decision wherever it is appropriate and leaves out certain parts of the Decision that are redundant. It also excludes mention of the statement of the Council chairman when adopting the 30 August decision.

While the African group proposal has received wide support from developing countries, developed countries, particularly Canada, US, Switzerland and the EU are against the proposal.

Despite the passing of two deadlines, the "permanent solution" has not yet been agreed on. At the TRIPS Council meeting, Rwanda (on behalf of the African Group) expressed frustration that no conclusion on this important matter has been reached, and said that the group was willing to work towards reaching an early conclusion.

Several African countries said that they hoped a solution could be reached by the summer break. The Chairperson said he would continue with consultations but any resolution on this issue would require "active cooperation and flexibility".

The EU said that it would be submitting a new proposal that would be a technical conversion of the waiver into an amendment of the TRIPS Agreement and that it would be an alternative to the African Group proposal.

The TRIPS Council was informed that Canada and India have made changes to their laws and regulations to implement the 30 August 2003 decision.

Norway had earlier announced it has changed its law. The EU and Switzerland are in the process of amending their laws, while the Republic of Korea said that it revised its law in May but it will take effect at the end of December.

Extensive debate took place on the three related items of Review of Article 27.3(b), the Relationship between the TRIPS Agreement and the Convention on Biological Diversity (CBD), and Protection of Traditional Knowledge and Folklore.

The debate was mainly focused on the proposals submitted by many developing countries on creating a mandatory obligation on patent applicants to disclose the source and country of origin of biological resources, and provide evidence of prior informed consent and fair and equitable benefit sharing.

New papers were submitted by Switzerland (IP/C/W/446), the United States

(IP/C/W/449) and Peru (IP/C/W/44/Rev. 1). The Swiss paper contains a list of questions on the proposals of other Members.

The Peru paper identifies concrete measures developed in Peru to reduce cases of bad patents being granted and preventing biopiracy. It also presents results of a search conducted for potential cases of biopiracy (i.

e. a set of pending patent applications or patent grants which have as their subject matter inventions apparently obtained or developed using biological resources of Peruvian origin and/or traditional knowledge of the indigenous peoples of Peru).

The US paper states it is not in favour of patent disclosure requirement and that "the CBD which does have a mandate to elaborate and negotiate an international regime on access to genetic resources and benefit sharing"

does "not require countries to modify their patent laws in any way".

The US was also of the view that requiring disclosure in patent applications is not the best way of preventing bad patents. There are other means available such as "post grant opposition" (challenging erroneously granted patent after it has been awarded) and having searchable databases.

The position of the US was supported by Japan and Australia. Canada said that it was undecided whether the requirement of disclosure in patent applications would be beneficial.

The EU was supportive of having disclosure requirement in patent applications but it was opposed to patent applicants having to supply evidence of "fair and equitable" benefit sharing on the grounds that patent offices would not be able to determine whether the benefits are "fair and equitable."

India in response to US's position made reference to the bad patents that had been granted on turmeric and neem by the US and EU patent offices.

Although the patents had been successfully challenged, it was a time consuming and costly process.

Brazil, in a lengthy statement, said developing countries firmly believed that disclosure of source origin of biological resources and evidence of prior informed consent and fair and equitable benefit sharing in a patent application would significantly prevent bio-piracy and ensure that contributors to innovations are adequately rewarded. It listed the advantages of having a mandatory obligation on the patent applicant. Brazil also responded to some of the questions that had been posed by some of the other delegations.

Nigeria speaking on behalf of the African Group reminded the TRIPS Council that they had previously submitted many proposals to the TRIPS Council.

Their proposals include a revision of Article 27.3(b) of the TRIPS Agreement to prohibit patents on plants, animals, micro organism and all other living organisms as well as to prohibit all natural processes (including essentially biological and microbiological processes) for the production of plants, animals and other living organisms.

The proposals also seek a clarification that developing countries have the right and the freedom to determine and adopt appropriate regimes in satisfying the requirement to protect plant varieties by effective sui generic systems.

In previous papers, the Group had also called for TRIPS to be amended to include provisions on disclosure of source of origin, prior informed consent and fair benefit-sharing regarding patent applications involving genetic resources and traditional knowledge.

The TRIPS Council also approved a request by Maldives for an extension of transition period for implementing the TRIPS Agreement. Maldives is the first LDC to make this request.

Article 66(1) of the TRIPS Agreement granted LDCs until 1 January 2006 to put in place laws to implement the TRIPS Agreement. It also states that "The Council for TRIPS shall, upon duly motivated request by a least developed country Member, accord extensions of this period".

Maldives on 16 August 2004 (IP/C/W/425) submitted a request to "accord to Maldives an extension of the period provided for in the paragraph for a further five years for implementation of the TRIPS Agreement". The motivation for the request is in a note which Maldives annexed to its request.

The Council agreed to extend the transition period for Maldives until 20 December 2007, when Maldives is due to graduate out of the LDC category. The Council took into account the fact that Maldives needed to recover from the recent tsunami tragedy.

The issue of the applicability of 'Non-Violation' of Complaints to the TRIPS agreement was also raised during the meeting.

Non-violation complaints allows countries to bring a complaint to the Dispute Settlement Body, even if there is no breach of any obligation under the Agreement by another party to the agreement, so long as the country bringing the complaint is able to prove that they have been deprived of an expected benefit because of the existence of a particular circumstance in the other Member state.

Article 64.2 of the TRIPS Agreement put a moratorium on the application of non-violation complaints to the WTO dispute settlement procedure for the first five years of the WTO (from 1995 to 1999).

The Doha Decision on Implementation-Related Issues and Concerns (Paragraph

11.1) instructed the TRIPS Council to continue its examination of the scope and modalities for non-violation complaints and to make a recommendation to the Cancun Ministerial Conference. Until then, members agreed not to file non-violation complaints under TRIPS.

The US continues to argue that the current moratorium on non-violation complaints in TRIPS will expire in Hong Kong.

Other Member states are in favour of calling for the Hong Kong Ministerial Conference in December 2005 to declare that non-violation complaints is not applicable to the TRIPS Agreement. +

